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SUBJECT: Petition to Revive Abandoned Application 

Serial No.: U.S. Patent Application 10/664,552, filed September 18, 2003 

I hereby certify that a Petition to Revive Abandoned Application for the above 
noted case is being transmitted to the Central Facsimile Number, at the U.S. Patent 
and Trademark Office (Fax No. (703) 872-9306) on July 13, 2005. 



July 13, 2005 



Sherry Thompson 



(Dale of Deposit) 



(Name of Depositor) 



(Signature) x 



This message is intended only for the use of the individual or entity to which it is 
addressed and may contain information that is privileged, confidential, and exempt from 
disclosure. If the reader of this message is not the intended recipient or an employee or 
agent responsible for delivering the message to the intended recipient* you arc hereby 
notified that any dissemination, distribution, or copying of this communication is strictly 
prohibited. If you have received this message in error, please notify us immediately and 
return the original message to us by mail. Thank you. 
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Attorney Docket No.25244A 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: ) CENTRAL PAX OINTER 

Bert W. Elliott ) 

) JUL 1 3 2005 

Serial No.: 10/664,552 ) 

) Group Art Unit: 3635 
Filed: September 18,2003 ) 

) Examiner: Jeanette E. Chapman 
For: Laminated Starter Shingle For A ) 
Roof Covering ) 



Petition to Revive Abandoned Application 
Under 37 C.F.RS 1.181 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir; 

Applicants submit this petition under 37 C.F.R. § 1.181 to withdraw holding of 
abandonment in the above captioned application. 

A copy of the Notice of Abandonment is enclosed as Exhibit A* This Notice is dated 
June 30, 2005, and this Petition is promptly and diligently filed within one month of the 
abandonment* 

Applicant requests that the holding of abandonment in the above application be 
withdrawn. The Notice of Abandonment indicates Applicant's failure to timely file a proper 
reply to the Office letter mailed on 1 8 October 2004, The Notice further indicates that no reply 
has been received. 

Applicant requests to provide documentation that a reply was submitted by Applicant to • 
the 18 October 2004 letter. The 3-month deadline for responding to the letter was 18 January 
2005. As shown in Exhibit B, a reply of 16 pages was transmitted by facsimile to the attention of 
Examiner Chapman on 14 January 2005. As shown in Exhibit C, the facsimile confirmation 
shows 1 6 pages was transmitted on 1 4 January 2005* 
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Attorney Docket No, 23810A 



In view of the reply having been timely and completely transmitted by Applicant, 
Applicant requests that the holding of abandonment of the above application be withdrawn. 

If any fees are required pertaining to this petition, it is respectfully requested ,tbat the fees 
be charged to Deposit Account No. 50-0568. 

Please mail all correspondence to the attention of the Patent Administrator at the 
following address: Owens Corning, Patent Dept/Bldg. 1 1, 2790 Columbus Road, Granville, 
Ohio 43023. 





Owens Corning 
Patent Dept., Bldg. 11-7 
2790 Columbus Road 
Granville, Ohio 43023 



(740)321-7167 
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EXHIBIT A 



United States Patent and Trademark Office 



TOTTED STATES DEPARTMENT OF COMMERCE 
United Slates Patent and Trademark. Office 
Afl*tt* COMMISSIONER FOR PATENTS 
?.<X Bo* 14M 

Ataunfllta* YiffijtoA 223 13-1450 



APPLICATION NO. 



FJUN0 DATE 



FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. j 



10/664,552 



22859 7590 

OWENS CORNING 
2790 COLUMBUS ROAD 
GRANVILLE, OH 43023 



09/18/2003 



Bert W. Elliott 



25244A 



4288 



ft 



RECEIVED 



JUL 0 5 2005 



OWENS CORKING 
Intellectual Property Law 



c 



examiner 



CHAPMAK JEANETTEE 



ART UNIT 



PAPER NUMBER 



3635 

DATBMAJXJBD: 06/30/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



fv*v» aho m... in«w\ 
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■No. 1766 — P. 6' 



Notice of Abandonment 


Application No, 
10/664,552 


Applicants) 
ELLIOTT ETAL 


Examiner 

Chapman E. Jeanette 


Art Unft 
3836 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address* 
This application is abandoned in view at 

1. EI Applicant's failure to timely file a proper reply to the Office letter mailed on 18 October 2004 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

(A proper reply under 37 CFR 1 .1 13 to a final rejection consists only ot (1) a timely filed amendment which places the 
application In condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) In compliance with 37 CFR 1114). 

(c) □ A reply was received on but ft does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 111 1. (See explanation in box 7 below), 

(d) EJ No reply has been received. 

1 □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 
from the mailing date of the Notice of Allowance (PTOL-85)u 

(a) □ The issue fee and publication fee, if applicable, was received oh . (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). • 

(b) □ The submitted fee of $ Is insufficient. A balance of $ Is due. 

. The issue fee required by 37 CFR 118 Is $ . The publication fee, if required by 37 CFR HSfdVis $ , 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3. D Applicant's Mure to timely file corrected drawings as required by, and within the three-month period set In, the Notice of 

Allowability (PTO-37). 

(a) □ Proposed Corrected drawings-were received on (with a Certificate of Mailing or Transmission dated V Which Is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received, 

4. □ The letter of express abandonment which Is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

134(a)) upon the filing of a continuing application. 



6. □ The decision by the Board of Patent Appeals and Interference rendered on u 

of the decision has expired and there are no allowed claims. 

7. □ The reason(s) below: 



, and because the period for seeking court review 




Petitions to revive under 37 CFR 1.137(a) or (b), or requests to wfthdrawtha holding of abandonment under 37 CFR 1.181, should be promptly filed to 
:a any negative effects on patent term. ^ 



U.S. Patent and TrwtomaiK office 
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PATENT DEPT., BLDG. 54 

2790 COLUMBUS ROAD. ROUTE 16 

GRANVILLE, OHIO 43023-1200 



No. 1766 P. 7 
| EXHIBIT B 



CORNING 



FAX TRANSMITTAL 



CB 



RECEIVE© 



Date: January 14, 2005 

No. of Pages: _16 (Including this page) 

To: RxaTTrmer Chapman From: Jim Dottavio 

Of: USPTO Fax: (740)321-8024 

Art Unit 3635 



JUL 13 



Fax: 703-872-9306 



Phone: (740)321-7167 



SUBJECT: Amendment 



Serial No.: U.S. Patent Application 10/664,552; filed September 18, 2003 



I hereby certify that an Amendment for the above noted case is being transmitted to 
Examiner Chapman, at the U.S. Patent and Trademark Office (Fax No. (703) 872- 
9306) on January 14, 2005. 



January 14, 2005 



Brooke Spieth 



(Date of Deposit) 



(Name of Depositor) 



(Signature)/ 



This message is intended only for the use of the individual or entity to which it is 
addressed and may contain information that is privileged, confidential, and exempt from 
disclosure. If the reader of this message is cot the intended recipient or an employee or 
agent responsible for delivering the message to the intended recipient, you are hereby 
notified that any dissemination, distribution, or copying of this commimication is strictly 
prohibited. If you have received this message in error, -please notify us immediately and 
return the original message to us by mail. Thank you. 
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RECEIVED 
CENTRAL PAX CENTER 



IN THE UNTIED STATES PATENT AND TRADEMARK OFFICE 



JUL 1 3 2005 



Applicants: Bert W. Elliott 



GAU 3635; Conf. No. 4288 



Serial No.: 10/664,522 



Examiner: Jeanette E. Chapman 



Filed: 



December 18, 2003 



Attorney Docket No.: 25244A 



For: LAMINATED STARTER SHINGLE FOR A ROOF COVERING 



Mail Stop Amendment 
Commissioner for Patents, P.O. Box 1450 
. Alexandria, VA 22313-1450 



Responsive to the office action mailed October 18, 2004, please amend 
the above-identified application as indicated on the following pages. 

If any fees are required pertaining to this response, Applicant(s) request 
that all necessary fees be charged to Deposit Account No. 50-0568. 



Date: H^-OS 

Law Dept/Atta. Docket Administrator 
Owens-Coming 

2790 Columbus Road, Building 11 
Granville, Ohio 43023 
(740)321-7167 



AMENDMENT 



Sir: 




1 
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AMP.KHMFNTS TO THE CLAIMS 

Please amend the claims as indicated below. 

1 . (Original) A method of covering a roof deck, the method 

coxnprising: 

laying a course of starter shingles in a side-by-side relationship at an 
eave edge of a roof deck, wherein a starter shingle of the course of starter 
shingles is a laminated starter shingle comprising an underlay sheet laminated 
below an overlay sheet; and 

laying a plurality of successive generally horizontal courses of covering 
shingles above the course of starter shingles, the covering shingles in each of 
the courses of covering shingles being laid in a side-by-side relationship and 
horizontally offset from the covering shingles in adjacent courses, whferein 
each covering shingle of the courses of covering shingles includes a headlap 
portion and a butt portion, the butt portion including a plurality of tabs 
separated by cutouts, and wherein the starter shingles include an exposed 
portion extending between the tabs of the covering shingles. 

2- (Original) The method according to Claim 1, wherein a 

difference between a height of the starter shingles and a height of the covering 
shingles is greater than about one inch. 

3. (Original) The method according to Claim 1, wherein each 

covering shingle is a laminated covering shingle comprising: 

an overlay member having a headlap portion and a butt portion; and 
an underlay member fixedly attached to a rear surface of the butt portion 
of the overlay member, the underlay member and the overlay member defining 
a laminated covering shingle, the butt portion including a plurality of tabs 

2 
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separated by cutouts, the cutouts extending through the laminated covering 
shingle, wherein the exposed portion of the starter shingles extends between the 
tabs of the covering shingles. 

4. (Original) The method according to Claim 3, wherein a 
difference between a height of the underlay sheet of each starter shingle and a 
height of the underlay member of each covering shingle is greater than about 
one inch. 

5. (Currently amended) ¥hc method according to Claim h A method 
of covering a roof deck, the metho d comprising: 

laving a course of starter shin ies in a side-bv-side relationship at an 
eave edge of a roof deck, wherein a starter shingle of the course of starter 
cViinalfts i* * lamin ated starter shingle comprising an underlay sheet laminat ed 
• below an overlay sheet: and 

laying a plurality of successive generally hor izontal courses of covering 
Sin gles above the course of starter d imples, the covering shingles in each of 
the courses of cov *t™pi *>W les being laid in a side-bv-side relationship and 
horizontally offset from the covering shingles in adjac ent courses, wherein 
each coverin g shin gle of the courses of covering shinies includes a headlap 
portion and a butt portion, the butt portion including a plur ality of tabs 
separated bv cutouts, and wherein the starter shingles includ e an exposed 
portion extending between the tabs of the covering shingles, wherein a height 
of the overlay sheet is greater than a height of the underlay sheet. 

6. (Original) Hie method according to Claim 1, wherein the 
overlay sheet has a headlap portion and a butt portion, and wherein the 
underlay sheet is laminated beneath the butt portion of the overlay sheet. 

3 
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7. (Original) The method according to Claim 6, wherein the butt 
portion includes a butt edge and the underlay sheet includes a lower edge, and 
wherein the butt edge and the lower edge are vertically aligned to define a 
lower edge of the starter shingle. 

8. (Original) The method according to Claim 7, wherein a lower 
edge of the covering shingles in a first course of the covering shingles is 
vertically aligned with the lower edge of the starter shingles. 

9. (Original) The method according to Claim 6, wherein the butt 
portions of the starter shingles have an overall color appearance that is 
substantially similar to an overall color appearance of the covering shingles. 

10. (Original) The method according to Claim 1, further 
comprising applying a bead of adhesive to a bottom surface of the underlay 
sheet. 

1 1 . (Currently amended) A laminated starter shingle 
comprising ? 

frlaminatod atartor shin gle comprising an underlay sheet laminated 
below an overlay sheet, the shoot; said starter shingle used as part of a roof 
covering on a mnf , th* roof covering including comprising a plurality of 
successive generally horizontal courses of covering shingles laid above a 
plurality of 4e said starter shingles, the covering shingles in each of the 
courses of covering shingles being laid in a side-by-side relationship and 
vertically offset from the covering shingles in adjacent courses, 



4 
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wherein each covering shingle of the courses of covering shingles 
includes a headlap portion and a butt portion, the butt portion including a 
plurality of tabs separated by cutouts, and 

wherein the starter shingles include an exposed portion visible between 
the tabs of the covering shingles. 

12. (Original) The laminated starter shingle according to Claim 
11, wherein a difference between a height of the starter shingles and a height of 
the covering shingles is greater than about one inch. 

13. (Currently amended) Th e laminated starter shingle according to 
rilniin 1 1 T A laminate d starter shingle comprising an underlay sheet laminated 
below an overlay sheet the starter shin g le used as part of a roof covering on a 
roof, the ro ^f coverin g including a plurality of successive generally horizontal 
courses of covering shingles laid above a plurality of the starter f flirnprles, the 
covering shingles in each of the courses of covering sh ingles being laid in a 
side-bv-side relationship and vertically offset from the coverin g shingles in 
adjacent courses 

wherein each covering shingle of the courses of covering shingles 
includes a headlap portion and a butt portion, the butt portion including a 
plurality of tabs separated bv cutouts. 

wherein the starter shingles include an exposed portion visible between 
the tabs of the covering shingles. 

wherein each covering shingle is a laminated covering shingle 
comprising an overlay member having a headlap portion and a butt portion and 
an underlay member fixedly attached to a rear surface of the butt portion of the 
overlay member, and 



5 
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wherein a difference between a height of the underlay sheet of each 
starter shingle and aheight of ihe underlay member of each covering shingle is 
greater than about one inch. 

14. (Currently amended) - Tho laminated starter i hi nglo aocording -te 
A laminated starter shingle com prising an underlay sheet laminated 

below an overlay sheet the starter shinp le used as part of a roof covering on a 
mnf i the roof covering including a plur ality of successive generally horizontal, 
courses of cov* ™ f> Singles laid above a plu rality of the starter shingles, the 
covering shinples in each of the courses of covering shingles being laid in a 
side~bv-side relationship and vertically o f fec* from the covering shingles in 
adjacent course wherein ea c h covering shingle of the courses of coverin g 
shingles include a headlao po rtion and a butt portion, the butt portion 
including a plurality of tabs separated b v cutouts. 

wherein the starter shingles i nclude an exp osed portion visible between 
the tabs of the covering a hmples. and 

wherein a height of the overlay sheet is greater than a height of the 
underlay sheet 

15. (Original) The laminated starter shingle according to Claim 
1 1 , wherein the overlay sheet has a headlap portion and a butt portion, and 
wherein the underlay sheet is laminated beneath the butt portion of the overlay 
sheet, and wherein the butt portion includes a butt edge and the underlay sheet 
includes a lower edge, and wherein the butt edge and the lower edge are 
vertically aligned to define a lower edge of the starter shingle, and wherein a 
lower edge of the covering shingles in a first course of the covering shingles is 
vertically aligned with the lower edge of the starter shingles. 



6 
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16. (Original) The laminated starter shingle according to Claim 
15, wherein the butt portions of the starter shingles have an overall color 
appearance that is substantially similar to an overall color appearance of the 
covering shingles. 

17. (Original) The laminated starter shingle according to Claim 1 1 
further comprising a bead of adhesive applied to a bottom surface of the 
underlay sheet: 

1 8. (Original) A roof covering comprising: 

a course of starter shingles laid in a side-by-side relationship at an eave 
edge of aroof deck, wherein a starter shingle of the course of starter shingles is 
a laminated starter shingle comprising an underlay sheet laminated below an 

overlay sheet; and 

a plurality of successive generally horizontal courses of covering 
shingles laid above the course of starter shingles, the covering shingles in each 
of the courses of covering shingles being laid in a side-by-side relationship and 
vertically oflset fiom the covering shingles in adjacent courses, 

wherein each covering shingle of the courses of covering shingles 
includes a headlap portion and a butt portion, the butt portion including a 
plurality of tabs separated by cutouts, and 

wherein the starter shingles include an exposed portion visible between 
the tabs of the covering shingles. 

1 9. (Original) The roof covering according to Claim 1 8, wherein a 
difference between a height of the starter shingles and a height of the covering 
shingles is greater than about one inch. 



7 
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20. (Original) The roof covering according to Claim 18, wherein 
each covering shingle is a laminated covering shingle comprising: 

an overlay member having a headlap portion and a butt portion; and 
an underlay member fixedly attached to a rear surface of the butt portion 
of the overlay member. 

2 1 . (Currently amended) 3 hc roof covering according to Cl ni m ? 0 , A 
roof covering comprising: 

a course of starter shingles laid in a side-bv-side r elationship at an eave 
rApr. of a roof deck, wherein a starter shingle of the course of starter shinples is 
a laminated starter shinple comprising an underlay sheet laminated below an 

overlay sheet: and 

a plurality of successive gene rally horizontal courses of covering 
Singles laid a bove the course of starter shing les, the covering shingles in each 
of the courses of covering shingles bein p laid in a side-bv-side relationship and 
vffrtfortl Y offset from the covering dimples in adjacent courses, 

wherein each shin gle of the courses of covering shingles 

includes a he» H1a p portion and a butt po rtion, the butt portion including a 
plurality of tabs s eparated bv cutouts. 

wherein ihe starter shingles include an exp osed portion visible between 
the tabs of the covering shingles, 

wherein each covering shingle is a laminated covering shingle 

comprising: 

an overlay member having a headlap p ortion and a butt portion; and 

an underlay member fixedly a t tached to a rear surface of the butt portion 

of me overl ay member, and 

wherein a difference between a height of the underlay sheet of each 

starter shingle and a height of the underlay member of each covering shingle is 

greater than about one inch. 
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22. (Original) ' The roof covering according to Claim 1 8, wherein a 
height of the overlay sheet is greater than a height of the underlay sheet. 

23. (Original) The roof covering according to Claim 18, wherein 
the overlay sheet has a headlap portion and a butt portion, and wherein the 
underlay sheet is laroinated beneath the butt portion of the overlay sheet. 

24. (Original) The roof covering according to Claim 23, wherein 
the butt portion includes a butt edge and the underlay sheet includes a lower 
edge, and wherein the butt edge and the lower edge are vertically aligned to 
define a lower edge of the starter shingle. 

25 . (Original) The roof covering according to Claim 24, wherein a 
lower edge of the covering shingles in a first course of the covering shingles is 
vertically aligned with the lower edge of the starter shingles. 

26. (Original) The roof covering according to Claim 23, wherein 
the butt portions of the starter shingles have an overall color appearance that is 
substantially similar to an overall color appearance of the covering shingles. 

27. (Original) The roof covering according to Claim 1 8 further 
comprising a bead of adhesive applied to a bottom surface of the underlay 
sheet 

28. (New) Hie method according to Claim 5, wherein the overlay 
sheet has a headlap portion and a butt portion, and wherein the underlay sheet 
is laminated beneath the butt portion of the overlay sheet. 
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29. (New) The method according to Claim 28, wherein the butt 
portion includes a butt edge and the underlay sheet includes a lower edge, and 
wherein the butt edge and the lower edge are vertically aligned to define a 
lower edge of the starter shingle. 

30. (New) The method according to Claim 29, wherein a lower edge 
of ihe covering shingles in a first course of the covering shingles is vertically 
aligned with the lower edge of the starter shingles. 

3 1 . (New) The method according to Claim 27, wherein the butt 
portions of the starter shingles have an overall color appearance that is 
substantially similar to an overall color appearance of the covering shingles. 

32. (New) The laminated starter shingle according to Claim 1 3, 
wherein the underlay sheet is laminated beneath the butt portion of the overlay 
sheet, and wherein the butt portion includes a butt edge and the underlay sheet 
includes a lower edge, and wherein the butt edge and the lower edge are 
vertically aligned to define a lower edge of the starter, shingle, and wherein a 
lower edge of the covering shingles in a first course of the covering shingles is 
vertically aligned with the lower edge of the starter shingles. 

33. (New) The laminated starter shingle according to Claim 32, 
wherein the butt portions of the starter shingles have an overall color 
appearance that is substantially similar to an overall color appearance of the 
covering shingles. 

34. (New) The laminated starter shingle according to Claim 14, 
wherein the underlay sheet is laminated beneath the butt portion of the overlay 
sheet, and wherein the butt portion includes a butt edge and the underlay sheet 
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includes a lower edge, and wherein the butt edge and the lower edge are 
vertically aligned to define a lower edge of the starter shingle, and wherein a 
lower edge of the covering shingles in a first course of the covering shingles is 
vertically aligned with the lower edge of the starter shingles. 

35. (New) The laminated starter shingle according to Claim 34, 
wherein the butt portions of the starter shingles have an overall color 
appearance that is substantially similar to an overall color appearance of the 
covering shingles. 

36. (New) The roof covering according to Claim 2 1 , wherein the 
height of Ihe overlay sheet is greater than the height of the underlay sheet. 

37. (New) The roof covering according to Claim 21, wherein the 
underlay sheet is laminated beneath thebutt portion of the overlay sheet. 

38. (New) The roof covering according to Claim 37, wherein the butt 
portion includes a butt edge and the underlay sheet includes a lower edge, and 
wherein the butt edge and the lower edge are vertically aligned to define a 
lower edge of the starter shingle. 

39. (New) The roof covering according to Claim 38, wherein a lower 
edge of the covering shingles in a first course of the covering shingles is 
vertically aligned with the lower edge of the starter shingles. 

40. (New) The roof covering according to Claim 37, wherein the butt 
portions of the starter shingles have an overall color appearance that is 
substantially similar to an overall color appearance of the covering shingles. 

11 
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REMARKS 

Originally filed Claims 1-27 and newly filed Claims 28 - 40 are 
pending. Applicant requests reconsideration of the application in light of the 
following amendments and remarks. 

In the outstanding office action, the Examiner objected to claims 5, 13, 
14 and 21 as being dependent on a rejected base claim, but allowable if 
rewritten in independent form. As such* claims 5, 13, 14 and 21 have been 
amended and are now in condition for allowance- New claims 28 - 40 depend 
from the various allowable claims and present further patentable embodiments 
of the present invention. 

Favorable reconsideration is respectfully requested in light of the 
following remarks. Applicants request withdrawal of the outstanding rejection 
and allowance of the claims. 
Rejection under 35 U.S.C §103^ 

In the outstanding office action, the Examiner rejected claims 1- 4, 6 - 
12, 15 - 20 and 22 - 27 under 35 U.S.C §103(a) over the Diamond U.S. Patent 
No. 4,148,168 (hereinafter, ,r Diamond") in view of the King et aL U.S. Patent 
No. 6,220,329 (hereinafter, "King et aL") references. Applicant contends that 
all the claims are patentable over these references, and requests withdrawal of 
the rejection under 35 U.S.C. §103. 

It is respectfully submitted that the Office Action does not meet the 
criteria for establishing a prima facie case of obviousness. To establish a prima 
facie case of obviousness, three criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the applied reference must teach or 
suggest all the claim limitations. The mere fact that references can be 
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combined or modified does not render the resultant combination obvious unless 
the prior art also suggests the desirability of the combination. Further, the fact 
that the claimed invention is within the capabilities of one of ordinary skill in 
the art is not sufficient by itself to establish a prima facie case of obviousness 
without some objective reason to combine the teachings of the references. See 
MPEP §2143. 

The Examiner admits that the Diamond reference "lacks the starter 
shingle of the course of starter shingles." The Examiner also admits that the 
Diamond reference also "lacks the starter shingle including an exposed portion 
extending between tabs of the covering shingles." 

With respect to the first criterion, there is no motivation to modify the 
Diamond reference with the covering shingle of the King et aL reference to 
meet the claimed invention. The King et al. describes multilayer covering 
shingles only. 

There is no teaching or suggestion in the King et aL reference of any 
starter shingle or any suggestion to use of a row of starter shingles beneath the 
covering shingles. The figures 6, 7, 10b and lib in the King et al. reference, 
relied upon by the Examiner, show a multiple layer covering shingle. The 
King et al. reference, at column 15, lines 48 - 67, describes a shingle 120 
having a third, "bottom layer 126". Also, as clearly shown in the King et al. 
figures 6 and 7, the bottom layer 126 is part of a three-layer laminated shingle 
120. Further, the King et al. reference, at column 16, lines 1-9 generally 
describes installing the shingles on a roof. There is no suggestion that two 
types of shingles are used in either the Diamond or King et al. references. 

In contrast, the present invention provides a starter shingle useful for 
covering a roof deck by first laying a course of starter shingles and then laying 
sequential courses of covering shingles over the first course of starter shingles. 
As best seen in Fig. 5 of the instant application, the laminated starter shingle 
allows the subsequent layers of the covering shingles to be placed on the roof 
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without causing an undesirable bump in the roof as the covering layers are 
added onto the roof. 

Also, neither the Diamond nor King et al. references addresses the 
installation issue solved by the present invention. The present inventive 
laminated starter shingle provides a roof installer with the ability to coyer a 
roof deck without requiring the roof installer to expend undesirable time and 
effort in "febricating" starter shingles at the job site. The King et al. reference 
teaches away from the present invention by showing only one type of 
multilayer covering shingle to be used on the entire roof. 

Therefore, the independent Claims 1, 1 1 and 1 8, which describe two 
types of shingles (a laminated starter shingle and a covering shingle), are 
patentable over the Diamond reference, either alone or in combination with the 
King et al. reference. Since independent claims 1, 1 1 and 1 8 have been shown 
to be patentable over applied references, for at least for this reason, claims 2 - 
4, 6 - 12, 15 - 16, 19 - 20, and 22 - 27 are also patentable over those references. 

For at least for these reasons the cited reference fails to teach or suggest 
the invention defined in the claims. Accordingly, Applicants request 
withdrawal of the rejection under 35 U.S.C. §103. 
Conclusion 

None of the cited references teaches or suggests a laminated starter 
shingle having an underlay sheet laminated below an overlay sheet. Further, 
none of the cited references teaches or suggests covering a roof deck where a 
plurality of successive generally horizontal courses of covering shingles are 
laid above a plurality of laminated starter shingles. Rather, the cited references 
fail to suggest the present invention by failing to describe such features. 

Claims 5, 13, 14 and 21 have been amended to be in independent form 
and are now in condition for allowance. The newly added claims 28 - 44 
variously depend from the allowable claims and further describe features of the 
present invention. 
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In view of the above amendments and remarks, the Applicant has shown 
that the claims are in proper form for allowance, and the invention, as defined 
in the claims 1- 40, is neither disclosed nor suggested by the references of 
record. Accordingly, the Applicant respectfully requests allowance of all 
claims. 
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